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(MFSIQJW�7��)F\XTS�GJLFS�\TWP�NS�YMJ�RNI�����X�TS�F�YTUNHFQ�FUUQNHFYNTS�TK�FS�FSYNGNTYNH�HFQQJI�
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�����FSI������

+TZW�^JFWX�FKYJW�YMJ�XJHTSI�UFYJSY�NXXZJI��:(8+�KNQJI�FS�FUUQNHFYNTS�������������SFRNSL�)F\XTS�
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HJSYZW^ࢠ��/ZILJ�<NQQNFR�(��'W^XTS�XFNI�

9MJ�YNRJ�UJWNTI�WJKJWJSHJ�\FX�YT���5RELQVRQ�RQ�3DWHQWV������������\MNHM�\FX�VZTYJI�G^�YMJ�
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Ronald Brown
The Board of Patent Appeals and Interferences concluded that UCSF had failed to prove that Dawson had solely conceived of or reduced the invention to practice prior to Bowman’s involvement. UCSF did not offer testimony from Dawson during the proceeding. UCSF appealed.

Ronald Brown
It is the “formation in the mind of the inventor, of a definite and permanent idea of the complete and operative invention, as it is hereafter to be applied in practice.”

Ronald Brown
Burroughs Wellcome Co. v. Barr Laboratories Inc., 40 F.3d 1223, 1228, 32 U.S.P.Q.2d 1915 (Fed. Cir. 1994), updated that standard, the court said (internal citations omitted): Conception is complete only when the idea is so clearly defined in the inventor’s mind that only ordinary skill would be necessary to reduce the invention to practice, without extensive research or experimentation. An idea is definite and permanent when the inventor has a specific, settled idea, a particular solution to the problem at hand, not just a general goal or research plan he hopes to pursue. Because it is a mental act, courts require corroborating evidence of a contemporaneous disclosure that would enable one skilled in the art to make the invention.

Ronald Brown
UCSF relied on a presentation and supporting report Dawson made in 1997 at a World Health Organization meeting. The majority, however, characterized those documents as, at best, “a general idea, acknowledg[ing] many of the difficulties associated with making that idea operative, and
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/ZILJ�*[FS�/��<FQQFHM�OTNSJI�YMJ�TUNSNTS�

5H\QD�6HHV�&RQFHSWLRQ�(DUOLHU�

�ZILJ�/NRRNJ�;��7J^SF�XFNI/�ࢠ�\S[JSYTWXMNU�NX�UJWMFUX�YMJ�RTXY�KZSIFRJSYFQ�VZJXYNTS�NS�UFYJSY�QF.࢟
NS�INXXJSY9࢟��MJ�NSXYFSY�FS�NS[JSYTW�HTSHJN[JX�MJW�NS[JSYNTS�NX�YMJ�RTRJSY�NS�\MNHM�[JXYX�MJW�WNLMY�YT�F�
UFYJSY��YMZX�UJWKJHYNSL�MJW�HTSXYNYZYNTSFQ�WNLMY�YT�J]HQZIJࢠ�

9MJ�INXXJSYNSL�TUNSNTS�WJUJFYJI�FQRTXY�YMJ�XFRJ�YJ]Y�KWTR�-^GWNYJHM�FSI�'ZWWTZLMX�<JQQHTRJ�YMFY�
YMJ�RFOTWNY^�HNYJI��TRNYYNSL࢟�STY�OZXY�F�LJSJWFQ�LTFQ�TW�WJXJFWHM�UQFS�MJ�MTUJX�YT�UZWXZJࢠ�KWTR�YMJ�
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Ronald Brown
offer[ing] some thoughts on how one might proceed.” The report had used terms such as “preliminary,” “possibility,” and “potential use,” which fell short of the Hybritech standard, the court said.

Ronald Brown
Finally, UCSF argued that it did not have to show Dawson had reduced the invention to practice to prove conception.

Ronald Brown
The court said that mischaracterized the requirement. Rather, it said, “part of the conception inquiry asks whether the inventor ‘possess[ed] an operative method of making [the invention],' ” quoting Invitrogen Corp. v. Clontech Laboratories Inc., 429 F.3d 1052, 1063, 77 U.S.P.Q.2d 1161 (Fed. Cir. 2005). “[T]here is a critical difference between conceiving a way to make an idea operative and knowing that a completed invention will work for its intended purpose,” the court concluded.
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STY�WJVZNWJI�YT�ITࢠ�

9MJ�INXXJSY�WJ[NJ\JI�YMJ�NSYJWKJWJSHJ�HTZSY�FSI�HTSHQZIJI�YMFY�YMJ�<-4�UWJXJSYFYNTS�FSI�WJUTWY�
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��FHHTWINSL�YT�NSYJWKJWJSHJX�J]UJWY�(MFWQJXࢠ�^X�FXXJWYNTSX�FWJ�SZYY࢜NYM�FQQ�IZJ�WJXUJHY��/ZILJ�7J^SF>࢟
1��,MTQ_�TK�4GQTS��8UN[FP��2H(QJQQFSI��2FNJW���3JZXYFIY��&QJ]FSIWNF��;F���WJKJWWNSL�YT�YMJ�INXXJSY࢜X�
TUJSNSL�XYFYJRJSY�TS�NS[JSYTWXMNU�

�NX�YMJ�QJFXY࢛�9MJ�FWLZRJSY�YMFY�YMJ�(TSXYNYZYNTS�WJVZNWJX�YMFY�UFYJSYX�GJ�LN[JS�TSQ^�YT�KNWXY�NS[JSYTWX࢟
NRUWJXXN[J�TK�FQQ�YMJ�FWLZRJSYX�QTILJI�FLFNSXY�YMJ�X\NYHM�YT�F�KNWXY�YT�KNQJ�X^XYJR��ࢠ��MJ�YTQI�'3&��
VZTYNSL�KWTR�)TSFQI�7��)ZSSJW࢟��+NWXY�YT�+NQJ��8MTZQI�4ZW�.SYJWKJWJSHJ�8^XYJR�'J�&GTQNXMJI$ࢠ�����
/5948�������������������

��WJXZWWJHYNSL�YMFY�YMTWTZLMQ^�INXHWJINYJI�FWLZRJSY��/ZILJ�7J^SF�RF^�GJ�NSIZHNSL�ZSYTQI�RNXHMNJK^'࢟
NS�KZYZWJ�HFXJX�FYYFHPNSL�YMJ�&.&࢜X�X\NYHM�YT�F�KNWXY�NS[JSYTW�YT�KNQJ�X^XYJRࢠ��,MTQ_�XFNI�

8YJ[JS�'��0JQGJW�TK�'JWJSFYT���<MNYJ��'JYMJXIF��2I���WJUWJXJSYJI�:(8+��/TJQ�2��+WJJI�TK�
2H)JWRTYY�<NQQ���*RJW^��<FXMNSLYTS��)�(���WJUWJXJSYJI�.S8NYJ�
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