B.5  Equitable Defenses
54  PROSECUTION LACHES

The owner of a patent may be barred from enforcing claims of a patent against an infringer
where: (1) there was an unreasonably long delay in filing the claims of the patent, and (2) the
infringer, another private party, or the public will be prejudiced if the patent holder is entitled to
enforce the patent despite the unreasonable delay in securing the claims of the patent. This is
referred to as prosecution laches, and it is a defense that [alleged infringer] contends precludes
any recovery by [patent holder] in this lawsuit.

The delay that must be considered is the period of time beginning when [patent holder or its
predecessor(s) in interest] filed the original application for a patent and ending when [patent
holder or its predecessor(s) in interest] filed the application for the patent asserted in this lawsuit.
[Patent holder] filed the original application for a patent on [ ], and filed the application for the
patent asserted in this lawsuit on [ ].

Whether [patent holder]’s delay in securing the patent asserted in this lawsuit was unreasonably
long is a question that must be answered, and you should consider the facts and circumstances as
they existed during the period of delay. In determining whether [alleged infringer], another
private party, or the public will be prejudiced as a result of any unreasonably long delay in filing
the claims of the patent(s) asserted in this case, consider whether [alleged infringer] or others
invested time, money, and effort in developing, manufacturing, or selling products now covered
by the patent(s) asserted in this case during the period of unreasonably long delay, whether other
private parties have done so and may be potentially subject to infringement, and whether the time
when the public will be able to freely practice the invention(s) now covered by the patent(s)
asserted in this case was unduly and unfairly postponed as a result of delay.

You may also consider whether [patent holder] intentionally or deliberately delayed the time
when it filed the claim(s) of the patent(s) and whether [alleged infringer] or the public was aware
that patent applications were pending that did or potentially could have covered the invention.
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