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B.4.3 Validity—The Claims 
 

4.3a-2  PRIOR ART 
(For Patents Having an Effective Filing Date Before March 16, 2013) 

 
[Alleged infringer] contends that the following is prior art to the [ ] patent: [describe art] 
 
You must determine whether [disputed alleged prior art] is prior art that can be considered in 
determining whether claim(s) [ ] of the [ ] patent are anticipated or obvious.  There are different 
types of prior art, and I will instruct you on the relevant types that you need to consider. 
 
[Choose those that apply based on alleged infringer’s contentions] [Where appropriate, add 
limitation that subject matter developed by another which qualifies as prior art only under one or 
more of subsections (e), (f), and (g) of 35 U.S.C. § 102 where the subject matter and the claimed 
invention were, at the time the claimed invention was made, owned by the same person, or subject 
to an obligation of assignment to the same person.] 
 
[Alleged infringer] contends that [describe alleged prior art] is prior art because it was known to 
or used by others in the United States or patented or described in a printed publication anywhere 
in the world before [insert date of invention].  An invention is known when the information about 
it was reasonably accessible to the public on that date.  [A description is a “printed publication” 
only if it was publicly accessible.] 
 
[Alleged infringer] contends that [describe alleged prior art] is prior art because it was already 
patented or described in a printed publication, anywhere in the world by [patent holder] or anyone 
else, more than a year before [insert date], which is the effective filing date of the application for 
the [ ] patent. 
 
[Alleged infringer] contends that [describe alleged prior art] is prior art because it was publicly 
used, sold, or offered for sale in the United States more than one year before [insert date], which 
is the effective filing date of the application for the [ ] patent.  An invention was publicly used 
when it was either accessible to the public or commercially exploited.  An invention was sold or 
offered for sale when it was offered commercially and what was offered was ready to be patented, 
i.e., it was reduced to practice or it had been described such that a person having ordinary skill in the field of 
the technology could have made and used the claimed invention, even if it was not yet reduced to 
practice or publicly disclosed. 
 
[Alleged infringer] contends that [describe alleged prior art] is prior art because the [named 
inventor] derived it from another who conceived of it and communicated it to [named inventor].  
Conception is the mental part of an inventive act, i.e., the formation in the mind of the inventor of 
a definite and permanent idea of the complete and operative invention as it is thereafter to be 
applied in practice, even if the inventor did not know at the time that the invention would work.  
Conception of an invention is complete when the idea is so clearly defined in the inventor’s mind 
that, if the idea were communicated to a person having ordinary skill in the field of the technology, 
he or she would be able to reduce the invention to practice without undue research or 
experimentation.  This requirement does not mean that the inventor has to have a prototype built, 
or actually explained her or his invention to another person.  But, there must be some evidence 



 

45 

beyond the inventor’s own testimony that confirms the date on which the inventor had the 
complete idea.  Conception may be proven when the invention is shown in its complete form by 
drawings, disclosure to another person, or other forms of evidence presented at trial. 
 
[Alleged infringer] contends that [describe alleged prior art] is prior art because it was made by 
another person in the United States before the invention was made by [named inventor] and the 
other person did not abandon, suppress, or conceal the invention.  [For someone else to have made 
the claimed invention before the [named inventor], the other person must have either (1) reduced 
the invention to practice before [the named inventor’s invention date] or (2) conceived of the 
claimed invention before [named inventor] and exercised diligence in reducing it to practice 
starting just before the named inventor’s conception date.] 
 
[If invention date is disputed: In this case, you must determine the date of invention [or conception] 
[and/or] [reduction to practice] for the [claimed invention or alleged prior art]. 
 
The date of invention is either when the invention was reduced to practice or when conceived, 
provided the inventor(s) were diligent in reducing the invention to practice. Diligence means 
working continuously, though not necessarily every day. Conception is the mental part of an 
inventive act, i.e., the formation in the mind of the inventor of a definite and permanent idea of 
the complete and operative invention as it is thereafter to be applied in practice, even if the inventor 
did not know at the time that the invention would work. Conception of an invention is complete 
when the idea is so clearly defined in the inventor’s mind that, if the idea were communicated to 
a person having ordinary skill in the field of the technology, he or she would be able to reduce the 
invention to practice without undue research or experimentation. This requirement does not mean 
that the inventor has to have a prototype built, or actually explained her or his invention to another 
person. But, there must be some evidence beyond the inventor’s own testimony that confirms the 
date on which the inventor had the complete idea. Conception may be proven when the invention 
is shown in its complete form by drawings, disclosure to another person, or other forms of 
evidence presented at trial. A claimed invention is “reduced to practice” when it has been 
constructed, used, or tested sufficiently to show that it will work for its intended purpose or when 
the inventor files a patent application that fully describes the invention.] 
 
[Alleged infringer] must prove by clear and convincing evidence that [alleged prior art] is prior 
art.] 
 
 
Authorities 
 
Pre-AIA 35 U.S.C. § 102(a)-(g); Pre-AIA 35 U.S.C. § 103(c); Helsinn Healthcare S.A. v. Teva 
Pharm. USA, Inc., 139 S. Ct. 628 (2019); Teva Pharm. Indus. v. AstraZeneca Pharms., 661 F.3d 
1378 (Fed. Cir. 2011); Solvay S.A. v. Honeywell Int’l Inc., 622 F.3d 1367, 1376 (Fed. Cir. 2010); 
In re Giacomini, 612 F.3d 1380, 1383-84 (Fed. Cir. 2010); Clock Spring, L.P. v. Wrapmaster, 
Inc., 560 F.3d 1317 (Fed. Cir. 2009); Finisar Corp. v. DirectTV Grp., Inc., 523 F.3d 1323, 1334 
(Fed. Cir. 2008); SRI Int’l, Inc. v. Internet Sec. Sys., Inc., 511 F.3d 1186 (Fed. Cir. 2008); Flex-
Rest, LLC v. Steelcase, Inc., 455 F.3d 1351, 1358-60 (Fed. Cir. 2006); Invitrogen Corp. v. Biocrest 
Mfg., L.P., 424 F.3d 1374, 1379-82 (Fed. Cir. 2005); In re Klopfenstein, 380 F.3d 1345, 1348-51 
(Fed. Cir. 2004); Toro Co. v. Deere & Co., 355 F.3d 1313, 1320-21 (Fed. Cir. 2004); Schering 
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Corp. v. Geneva Pharms., Inc., 339 F.3d 1373, 1377-80 (Fed. Cir. 2003); Apotex U.S.A., Inc. v. 
Merck & Co., 254 F.3d 1031, 1035 (Fed. Cir. 2001); Mycogen Plant Sci., Inc. v. Monsanto Co., 
243 F.3d 1316, 1330-31 (Fed. Cir. 2001); Ecolochem, Inc. v. S. Cal. Edison Co., 227 F.3d 1361, 
1367-70 (Fed. Cir. 2000); Singh v. Brake, 222 F.3d 1362, 1366-70 (Fed. Cir. 2000); Pannu v. 
Iolab Corp., 155 F.3d 1344, 1349 (Fed. Cir. 1998); Gambro Lundia AB v. Baxter Healthcare 
Corp., 110 F.3d 1573, 1576-78 (Fed. Cir. 1997); Lamb-Weston, Inc. v. McCain Foods, Ltd., 78 
F.3d 540, 545 (Fed. Cir. 1996); In re Bartfeld, 925 F.2d 1450, 1452-53 (Fed. Cir. 1991); Ralston 
Purina Co. v. Far-Mar-Co, Inc., 772 F.2d 1570, 1574 (Fed. Cir. 1985); Am. Stock Exch., LLC v. 
Mopex, Inc., 250 F. Supp. 2d 323, 328-32 (S.D.N.Y. 2003); In re Wyer, 655 F.2d 221, 226 
(C.C.P.A. 1981); Pfaff v. Wells Elecs. Inc., 525 U.S. 55 (1998); Helifix Ltd. v. Blok-Lok, Ltd., 208 
F.3d 1339, 1346 (Fed. Cir. 2000); Abbott Labs. v. Geneva Pharms., Inc., 182 F.3d 1315, 1318 
(Fed. Cir. 1999); Finnigan Corp. v. ITC, 180 F.3d 1354, 1365 (Fed. Cir. 1999); J.A. LaPorte, Inc. 
v. Norfolk Dredging Co., 787 F.2d 1577, 1581 (Fed. Cir. 1986); In re Hall, 781 F.2d 897, 898-99 
(Fed. Cir. 1986); D.L. Auld Co. v. Chroma Graphics Corp., 714 F.2d 1144, 1147-50 (Fed. Cir. 
1983) 
 
Regarding invention date disputes: Mahurkar v. C.R. Bard, Inc., 79 F.3d 1572, 1576-79 (Fed. Cir. 
1996); E.I. du Pont De Nemours & Co. v. Unifrax I LLC, 921 F.3d 1060 (Fed. Cir. 2019); Perfect 
Surgical Techniques, Inc. v. Olympus Am., Inc., 841 F.3d 1004 (Fed. Cir. 2016); Allergan, Inc. v. 
Apotex Inc., 754 F.3d 952, 967 (Fed. Cir. 2014) (“While defendants bear the burden of persuasion 
to show that the Brandt references are prior art to the ’404 patent by clear and convincing evidence, 
the patentee nevertheless must meet its burden of production to demonstrate an earlier conception 
date.”); Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223, 1227-28 (Fed. Cir. 1994). 
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B.4.3 Validity—The Claims 
4.3a-3  PRIOR ART 

(For Patents Having an Effective Filing Date on or After March 16, 2013) 
 
In order for someone to be entitled to a patent, the invention must actually be “new” and not 
obvious over what came before, which is referred to as the prior art.  You must determine whether 
[alleged prior art] is prior art that can be considered in determining whether claim(s) [ ] of the [ ] 
patent are anticipated or obvious.  There are different types of prior art, and I will instruct you on 
the relevant types that you need to consider. 
 
[Choose those that apply based on alleged infringer’s contentions]: 
 
[Alleged infringer] contends that [describe alleged prior art] is prior art because it was publicly 
known or was used, on sale, or otherwise made available to the public before the filing date of the 
patent.  An invention is known when the information about it was reasonably accessible to the 
public on that date.  An invention was publicly used when it was either accessible to the public or 
commercially exploited.  An invention was sold or offered for sale when it was offered 
commercially and what was offered was ready to be patented, i.e., it was reduced to practice or it had 
been described such that a person having ordinary skill in the field of the technology could have made 
and used the claimed invention, even if it was not yet reduced to practice or publicly disclosed. 
 
[Alleged infringer] contends that [describe alleged prior art] is prior art because it was published 
or otherwise made available to the public before the filing date of the patent. 
 
[Alleged infringer] contends that [describe alleged prior art] is prior art because it is a [patent] 
[published patent application] that names another invention that was filed before the filing date of 
the patent. 
 
You may not find that [describe alleged prior art] is prior art if: 
 
It is an item or publication that (a) is the inventor’s own work or (b) describes the inventor’s own 
work or (c) was directly or indirectly obtained from the inventor, unless it was made public more 
than one year before the filing date of the patent’s application, or 
 
It is a patent or patent application that (a) discloses the inventor’s own work or (b) was directly or 
indirectly obtained from the inventor or (c) was owned by the same person or subject to an 
obligation of assignment to the same person. 
 
[Alleged infringer] must prove by clear and convincing evidence that [alleged prior art] is prior 
art.] 
 
 
Authorities 
 
35 U.S.C. § 102(a)(1)-(2); 35 U.S.C. § 102(b)(1)-(2); Helsinn Healthcare S.A. v. Teva Pharm. 
USA, Inc., 139 S. Ct. 628 (2019). 

  


