B.4.3 Validity—The Claims
4.3c OBVIOUSNESS

Even though an invention may not have been identically disclosed or described before it was made
by an inventor, in order to be patentable, the invention must also not have been obviousto a person
of ordinary skill in the field of technology of the patent [at the time the invention was made]
[before the filing date of the patent].t

[Alleged infringer] may establish that a patent claimisinvalid by proving, by clear and convincing
evidence, that the claimed invention would have been obvious to persons having ordinary skill in
the art at the time the [invention was made] [patent wasfiled] in the field of [insert the field of the
invention].

In determining whether a claimed invention is obvious, you must consider the level of ordinary
skill in the field [of the invention] that someone would have had at the time the [invention was
made] [patent was filed], the scope and content of the prior art, any differences between the prior
art and the claimed invention, and, if present, so-caled objective evidence or secondary
considerations, which | will describe shortly. Do not use hindsight; consider only what wasknown
at the time of the invention [or the patent’ s filing date].

Keep in mind that the existence of each and every element of the claimed invention in the prior
art does not necessarily prove obviousness. Most, if not all, inventions rely on building blocks of
prior art. In considering whether a claimed invention is obvious, you should consider whether, at
the time of [the claimed invention] [the patent’s filing date], there was a reason that would have
prompted a person having ordinary skill in the field of the invention to combine the known
elementsin the prior art in away the claimed invention does, taking into account such factors as
(1) whether the claimed invention was merely the predictable result of using prior art elements
according to their known function(s); (2) whether the claimed invention provides an obvious
solution to aknown problem in the relevant field; (3) whether the prior art teaches or suggests the
desirability of combining elements claimed in theinvention; (4) whether the prior art teaches away
from combining elementsin the claimed invention; (5) whether it would have been obviousto try
the combinations of elements, such aswhen there isadesign incentive or market pressure to solve
aproblem and there are afinite number of identified, predictable solutions. To find it rendered the
claimed invention obvious, you must find that the prior art provided a reasonable expectation of
success. Obviousto try is not sufficient in unpredictable technologies.

In determining whether the claimed invention is obvious, you should take into account any
objective evidence (sometimes called “ secondary considerations’) that may shed light on whether
or not the claimed invention is obvious, such as:?

a. Whether the claimed invention was commercially successful as aresult of the merits of the

! The “at the time invention was made” standard is used for patents that were filed before March
16, 2013. For patents filed on or after March 16, 2013, the appropriate standard is “before the
effective filing date of the claimed invention.”

2 1t is the Committee' s view that only the objective indicia for which there is evidentiary support
should be included.
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claimed invention (rather than the result of design needs or market-pressure advertising or
similar activities);

b. Whether the claimed invention satisfied along-felt need;

c. Whether others had tried and failed to make the claimed invention;

d. Whether others invented the claimed invention at roughly the sametime;
e. Whether others copied the claimed invention,

f. Whether there were changes or related technologies or market needs contemporaneouswith
the claimed invention;

0. Whether the claimed invention achieved unexpected results;
h. Whether othersin the field praised the claimed invention;

i. Whether persons having ordinary skill in the art of the invention expressed surpriseor
disbelief regarding the claimed invention;

J. Whether others sought or obtained rights to the patent from the patent holder; and
k. Whether the inventor proceeded contrary to accepted wisdom in thefield.
In determining whether the claimed invention was obvious, consider each claim separately, but

understand that if a dependent claim is obvious, then the claims from which it depends are
necessarily obvious as well.
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B.4.3 Validity—The Claims
4.3c(i) LEVEL OF ORDINARY SKILL

In deciding what the level of ordinary skill in the field of [invention] is, you should consider all
the evidence introduced at trial, including but not limited to: (1) the levels of education and
experience of the inventor and other persons actively working in the field; (2) the types of
problems encountered in the field; (3) prior art solutions to those problems; (4) the rapidity with
which innovations are made; and (5) the sophistication of the technology.

4.3c(ii) SCOPE AND CONTENT OF THE PRIOR ART
[Option 1: parties stipulate to prior art.]

In considering whether the claimed invention was obvious at the time it was made, you should
consider the scope and content of the following prior art: [Insert art as stipulated].

[Option 2: parties dispute the prior art.]

In considering whether the claimed invention was obvious, you must first determine the scope and
content of the prior art.

The scope and content of prior art for deciding whether the invention was obviousincludes at | east
prior art in the same field as the claimed invention. It also includes prior art from different fields
that a person of ordinary skill in the art would have considered when trying to solve the problem
that is addressed by the invention.

Where [alleged infringer] is relying on prior art that was not considered by the PTO during
examination, you may consider whether that prior art is significantly different and more relevant
than the prior art that the PTO did consider. If you decide it is different and more relevant, you
may weigh that prior art more heavily when considering whether the challenger has carried its
clear-and-convincing burden of proving invalidity.

Authorities

35 U.S.C. 8§ 103. The four-factor test, including articulation of the objective factors, is found in
Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966). The test was reaffirmed in KSR
International Co. v. Teleflex Inc., 550 U.S. 398, 407 (2007) (“While the sequence of these
guestions might be reordered in any particular case, the factors continue to define the inquiry that
controls.”).

In cases where the invalidity defense is based on a combination of prior art, the proper inquiry is
a flexible analysis considering whether, among other factors, the prior art teaches, suggests, or
motivates the claimed invention. KSR, 550 U.S. at 419-20; In re Cyclobenzaprine Hydrochloride
Extended—Release Capsule Patent Litig., 676 F.3d 1063, 1075-79 (Fed. Cir. 2012); Esai Co. v.
Dr. Reddy’s Labs. Ltd., 533 F.3d 1353, 1356-57 (Fed. Cir. 2008); Takeda Chem. Indus., Ltd. v.
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Alphapharm Pty., Ltd., 492 F.3d 1350, 1356-57 (Fed. Cir. 2007); Hybritech Inc. v. Monoclonal
Antibodies, Inc., 802 F.2d 1367, 1380-81 (Fed. Cir. 1986).

See also Microsoft Corp. v. idi Limited Partnership, 564 U.S. 91; Arctic Cat Inc. v. Bombardier
Recreational Prod. Inc., 876 F.3d 1350 (Fed. Cir. 2017); Circuit Check, Inc. v. QXQ Inc., 795
F.3d 1331, 1482 (Fed. Cir. 2015); Plantronics, Inc. v. Aliph, Inc., 724 F.3d 1343 (Fed. Cir. 2013);
Perfect Web Techs,, Inc. v. InfoUSA, Inc., 587 F.3d 1324 (Fed. Cir. 2009); Cordis Corp. V.
Medtronic Ave,, Inc., 511 F.3d 1157, 1172 (Fed. Cir. 2008); Aventis Pharma Deutschland GmbH
v. Lupin, Ltd., 499 F.3d 1293, 1303 (Fed. Cir. 2007) (obviousness should be evaluated on claim-
by-claim basis); Daiichi Sankyo Co. v. Apotex, Inc., 501 F.3d 1254, 1256 (Fed. Cir. 2007); Inre
Icon Health & Fitness, Inc., 496 F.3d 1374, 1379-80 (Fed. Cir. 2007); Princeton Biochems., Inc.
v. Beckman Coulter, Inc., 411 F.3d 1332, 1339 (Fed. Cir. 2005).

For patents having filing dates before March 16, 2013, obviousness should be assessed at the time
of the invention. For patents having filing dates on or after March 16, 2013, obviousness should
be assessed at the time just before the patent’s effective filing date. In either case, fact- finders
should be made aware “of the distortion caused by hindsight bias and must be cautious of
arguments reliant upon ex post reasoning.” KSR, 550 U.S. at 421.
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