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B.5 Equitable Defenses  

5.3 EQUITABLE ESTOPPEL  

The owner of a patent may forfeit its right to any relief from an infringer where: (1) the patent 
holder communicates something in a misleading way to the infringing party about the lack of 
infringement or about not being sued, (2) the infringer relies upon the misleading communication 
from the patent holder, and (3) the infringer will be materially harmed if the patent holder is 
allowed to assert a claim relating to the issue that is inconsistent with the patent holder’s prior 
misleading communication.  This is referred to as an “equitable estoppel” and it is a defense that 
[alleged infringer] contends precludes any recovery by [patent holder] in this lawsuit.  [Alleged 
infringer] must prove each of these elements by a preponderance of the evidence, but even if all 
these elements are proven, equitable estoppel need not be found if such a finding would be unfair 
in light of the conduct of the parties. 

[Alleged infringer] contends that [patent holder] made a misleading communication about [ ] 
before [patent holder] filed this lawsuit.  A communication may be made through written or 
spoken words, conduct, silence, or a combination of words, conduct, and silence.  Conduct may 
include action or inaction.  Whether in fact [patent holder] communicated with [alleged 
infringer] about [ ] prior to the filing of this lawsuit, and whether in fact that communication, if 
you find there to have been any, was misleading, are questions that must be answered by 
considering the facts and circumstances as they existed at the time.   

Material harm to [alleged infringer] can be evidentiary or economic in form.  Whether [alleged 
infringer] suffered evidentiary harm is a question that must be answered by evaluating whether 
[alleged infringer] will be unable to present a full and fair defense on the merits of [patent 
holder]’s claim(s).  Not being able to present a full and fair defense on the merits of [patent 
holder]’s claim(s) can occur due to the loss of important records, the death or impairment of an 
important witness(es), the unreliability of memories about important events because they 
occurred in the distant past, or other similar types of things.  Whether [alleged infringer] suffered 
economic prejudice is a question that must be answered by evaluating whether [alleged infringer] 
changed its economic position as a result of its reliance on any misleading communication from 
[patent holder] about [ ], resulting in losses beyond merely paying for infringement (such as if 
[alleged infringer] could have switched to a noninfringing product if sued earlier) and whether 
losses as a result of any change in economic position could have been avoided.  
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